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DETAILED ACTION 

Receipt is acknowledged of Applicant's Restriction Requirement Response and 
Amendment filed on 08/14/2006, and the Information Disclosure Statements filed on 
09/17/2004 and 08/14/2006. Claims 1-21 have been cancelled and new claims 32-44 
have been added. Claims 22^4 are pending in the instant application. 



Election/Restrictions 

Applicant's election without traverse of Group II in the reply filed on 08/14/2006 is 
acknowledged. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably disfinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887. 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A fimely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 22-44 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over copending Application 
No. 10/444,739. Altliough the conflicting claims are not identical, they are not 
patentably distinct from each other because the copending application recites a method 
for preserving the cutting edge of a blade (see claim 1) comprising the step of 
immersing the blade into a composition comprising: an ether compound, such as 
sodium lauryl ether (see claim 16); a hydrophobic compound, such as glycerin (see 
claim 17); and an alcohol, such as cetostearylic alcohol (see claim 18). The only 
difference between the instant claims and that copending claims is that the blade, which 
is a utensil is specified. It would have been obvious to one of ordinary skill in the art to 
select the utensil because the copending application claims the specie blade. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 22, 26, 28, 29-32, 35, and 36 are rejected under 35 U.S.C. 102(b) as 
being anticipated by SMITH (US 5,958,394). 
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Applicant's claims are directed to a method for preserving the cutting edge of a 
utensil by immersing the cutting edge of the utensil in a composition comprising of: an 
ether compound; a hydrophobic compound, such as glycerin; and an alcohol. 

SMITH disclosed a method for blade edge preservation (see abstract and col. 3, 
line 27-28) comprised of applying a composition comprised of: an ether compound, 
such as a polyether (see col. 3, line 33); a hydrophobic compound, such as glycerol 
(see abstract), which is glycerin; and an alcohol (see col. 3, line 61). Additional 
disclosures include: perfume fragrance (see abstract); and a lubricant, such as 2.0% 
lecithin (see col. 4, line 19). 

Claims 22. 28. 29-32, 35, and 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by NEUBAUER (US 6,039,937). 

NEUBAUER disclosed a method for enhancing the useful life of the razor blade 
(see abstract), which would read on preserving the cutting edge of a utensil, by 
immersing the razor blade in a composition comprised of: a chloride compound (see col. 
5, line 45); a hydrophobic compound, such as vitamin E (see col. 5, line 40); and an 
alcohol (see col. 5, line 49; claim 8). Additional disclosures include: a lubricant, such as 
mineral oil (see col. 5, line 38); and fragrance (see col. 2, line 49). 

Note, although the references are silent about maintaining a chromic oxide 
protective film on the cutting edge and formation of iron oxide on the surface of the 
cutting edge, it does not appear that the claim language or limitations result in a 
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manipulative difference in the method steps when compared to the prior art disclosure. 
See Bristol-Myers Squibb Company v. Ben Venue Laboratories, 58 USPQ2d 1508 
(CAFC 2001). "It is a general rule that merely discovering and claiming a new benefit of 
an old process cannot render the process again patentable." In re Woodmff, 16 
USPQ2d 1934, 1936 (Fed. Cir. 1990). Granting a patent on the discovery of an 
unknown but inherent function would remove from the public that which is in the public 
domain by virtue of its inclusion in. or obviousness from, the prior art. In re Baxter 
Travenol Labs, 21 USPQ2d 1281 (Fed. Cir. 1991). See M.P.E.P. 2145. On this record, 
it is reasonable to conclude that the same blade is immersed in the same composition in 
both the instant claims and the prior art reference. The fact that Applicant may have 
discovered yet another beneficial effect from the method set forth in the prior art does 
not mean that they are entitled to receive a patent on that method. 

Thus, the reference teaches, either expressly or impliedly, each and every 
limitation of the instant claims. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 22-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
SMITH (cited supra) or NEUBAUER (cited supra) in view of ENDRIS et al (US 
6,660,768) and DEWAR et al (US 4,157.977). 

As discussed above, SMITH disclosed a method for blade edge preservation 
(see abstract and col. 3, line 27-28) comprised of applying a composition comprised of: 
an ether compound, such as a polyether (see col. 3, line 33); a hydrophobic compound, 
such as glycerol (see abstract), which is glycerin; and an alcohol, such as isopropanol 
(see col. 3, line 61). Additional disclosures include: perfume fragrance (see abstract); 
and a lubricant, such as 2.0% lecithin (see col. 4, line 19). 

NEUBAUER disclosed a method for enhancing the useful life of the razor blade 
(see abstract), which would read on preserving the cutting edge of a utensil, by 
immersing the razor blade in a composition comprised of: a chloride compound (see col. 
5, line 45); a hydrophobic compound, such as vitamin E (see col. 5, line 40); and an 
alcohol (see col. 5, line 49; claim 8). Additional disclosures include: a lubricant, such as 
mineral oil (see col. 5, line 38); and fragrance (see col. 2, line 49). 

The references do not teach mixing and homogenizing the composition before 
use or specifically using stainless steel metals having memory properties or using 
specific ingredients, such as sodium sulphate lauryl ether, cetyltrimethyl ammonium 
chloride or triethanolamine. 

ENDRIS disclosed wetting agents such as glycerol, sodium lauryl sulfate ether, 
and cetyltrimethyl ammonium chloride (see col. 4, line 16-27). 
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DEWAR disclosed alcohol solvents, such as ethanol, isopropanol, and 
triethanolamine (see col. 3, line 60-61). 

It would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to use stainless steel metals with memory properties with SMITH or 
NEUBAUER's method. The person of ordinary skill in the art would have been 
motivated to make those modifications and reasonably would have expected success 
because it is known in the art that stainless steel memory blades are used in widely 
used in razor blades (see Specification at [0016]. 

The references do not specifically teach mixing and homogenizing the 
composition as claimed by Applicant. The mixing of an aqueous composition before 
use is clearly a result effective parameter that a person of ordinary skill in the art would 
routinely optimize. Optimization of parameters is a routine practice that would be 
obvious for a person of ordinary skill in the art to employ and reasonably would expect 
success. It would have been customary for an artisan of ordinary skill to mix the 
aqueous composition before use to best achieve the desired results. Thus, absent 
some demonstration of unexpected results from the claimed parameters, this 
optimization of ingredient amount would have been obvious at the time of Applicant's 
invention. 

It would have been obvious to the person of ordinary skill in the art at the time the 
invention was made to incorporate specific ingredients, such as sodium sulphate lauryl 
ether, cetyltrimethyl ammonium chloride or triethanolamine into SMITH or NEUBAUER's 
methods. The person of ordinary skill in the art would have been motivated to make 
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those modifications and reasonably would have expected success because these are 
interchangeable ingredients well known in the art. 



Claims 37-44 are free of the art of records, but are objected to as being 
dependent upon a rejected base claim. 



Application/Control Number: 10/824,375 
Art Unit: 1618 



Page 9 



Telephonic Inquiries 



Any inquiry concerning this connmunication or earlier communications from tlie 
examiner should be directed to Jake M. Vu whose telephone number is (571) 272-8148. 
The examiner can normally be reached on Mon-Fri 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on (571) 272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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adjustment 


To move Cust 


Num: 


293957 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293956 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293955 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293954 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293952 




0.00 


adjustment 


To move Cust 


Num: 


239784 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293951 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293950 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293949 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293948 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293945 


2006-10-31 0 0 


0.00 


adjustment 


To move Cust 


Num: 


293944 


SubTotal Curr Mo. Adj : 


0.00 










SUBTOTAL : 


387.35 










BALANCE FORWARD: 


0.00 










CURRENT MONTH PAYMENTS AND DEPOSITS : 












Date Invoice# Credit# 


Amount 


Type 


Description 






2006-10-31 857356 2006-11-02-424 


387.35 Payment success 618451 000 


SubTotal Curr Mo Pymt: 


387.35 










AMOUNT DUE: 


0.00 


No Payment 


due 







CONNECTICUT RESIDENTS: Please add appropriate sales tax to current charges 
if not already indicated above. 



TERMS: DUE ON RECEIPT 
All prices are in U.S. Dollars 



The value you get from Thomson file histories just increased significantly. 

We now provide a complete INPADOC family report with all electronic file history 

orders u for FREE! The report includes: 

- US litigation information 

- US post -issuance assignment data 

- US post -issuance data 

- Maintenance fee status 

- Legal status information (for filings from 42 INPADOC countries) 

To order your file histories, contact us at 800.445.9760 or +1.703.916.1500 today! 
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